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DETAILED ACTION 

Claim Rejections • 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 21 and 22 are rejected under 35. U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The computer program claimed is 
merely a set of instructions per se. Since the computer program is merely a set of 
instructions not embodied on a computer readable medium to realize the computer 
program functionality, the claimed subject matter is not statutory. See MPEP § 2106 
IV.B.1. 

Claim Rejections -35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 2, 3, 12, 13 and 14 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

3. Claims 2 and 12 recite the limitation "the print job having a lower priority level" in 
page 36, line 26, and page 40, line 16. There is insufficient antecedent basis for this 
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limitation in the claim. The phrase should be replaced with "a print job having a lower 
priority level" or "the print job, which has a lower priority level". 

4. The tenn "lower priority level" in claims 2, 3. 12. and 13 is a relative tenn which 
renders the claim indefinite. The term "lower priority level " is not defined by the claim, 
the specification does not provide a standard for ascertaining the requisite degree, and 
one of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. An indication of what the priority level is lower than is needed within the 
claim. 

5. Claims 3 and 13 recite the limitation "the print data having an older receiving 
time" in page 37, line 5, and page 40, lines 22 and 23. There is insufficient antecedent 
basis for this limitation In the claim. The phrase should be replaced with "print data 
having an older receiving time" or "the print data, which has an older receiving time". 

6. The tenn "older receiving time" in claims 3 and 1 3 is a relative terni which 
renders the claim indefinite. The term " older receiving time" is not defined by the claim, 
the specification does not provide a standard for ascertaining the requisite degree, and 
one of ordinary skill in the art would not be reasonably apprised of the scope of the 
Invention. An indication of what the receiving time is older than is needed. 

7. Claim 14 recite the limitation "said breaching means" in page 41 , line 2. There is 
insufficient antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 103 
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8. The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

9. Claims 1-3 and 5-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tsuchitoi Patent 5,872.900. Taniguchi'et al. Patent 6,348.972, and Ashizaki et al. 
Patent 6,683,699. 

Referring to claim 1 , Tsuchitoi discloses a printer controller for controlling the 
printing of print data transferred from an external device and stored, comprising: storage 
means, input means, display control means for displaying, and selection means (col. 4, 
lines 22-25). The computer by definition must include storage means, input means, 
output means, and a processor. Tsuchitoi does not disclose expressly authentication 
information. Taniguchi et al. disclose storage means for storing the print data and 
authentication information corresponding to the print data (Auxiliary memory D1 of Fig. 
1 , col. 3, lines 34-43); input means for enabling a user to input the authentication 
information to print the print data (Input device 22 of Fig. 4, col. 7, lines 24-27); display 
control means (Display 20 of Fig. 4, col. 7, lines 11-15) for displaying a list of print data 
corresponding to the input authentication information on a display panel by collating the 
authentication infomiation input by said input means with the authentication information 
stored in said storage means (S61 1 of Fig. 6, col. 7, lines 29-33); selection means for 
enabling the user to select at least one print data from the list of print job displayed on 
said display panel (col. 7, lines 16-19). Tsuchitoi and Taniguchi et al. are combinable 
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because they are from the same field of printing systems. At the time of the invention, it 
would have been obvious to one of ordinary skill in the art to implement the secure 
printing system of Taniguchi et al. in the printer controller of Tsuchitoi. The motivation 
for doing so would have been to implement the security system in a printer controller 
without requiring a separate outside memory device or a printer with a display and 
keyboard. Further, since the printer controller is contained in a computer, the computer 
would already include the storage, display, and keyboard. Tsuchitoi does not disclose 
expressly a charging means. Ashizaki et al. disclose control means for controlling the 
printing of the selected print data after confirminjg that a print charge for printing the print 
data selected by said selection means is paid (col. 18, lines 48-54). Tsuchitoi and 
Ashizaki et al. are combinable because they are from the same field of printing systems. 
At the time of the invention, it would have been obvious to allow the printer controller of 
Tsuchitoi to charge for printing. The motivation for doing so would have been to provide 
printed material to a customer for a profit. Therefore, it would have been obvious to 
combine Taniguchi et al. and Ashizaki et al. with Tsuchitoi to obtain the invention as 
specified in claihri 1 . 

Referring to claim 2, Taniguchi et al. disclose wherein said storage means has 
breaching means for breaching the print job having a lower priority level that is 
retrieved, upon detecting that said storage means can not store the print data anymore 
(col. 4, lines 58-63). 

Referring to claim 3, Taniguchi et al. disclose wherein the print data having lower 
priority level means the print data having an older receiving time (col. 6, lines 49-60). 
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Referring to claim 5, Taniguchi et al. disclose judgement means forjudging 
whether or not a predetermined period has passed since the print data is received, and 
breaching means for breaching the print data, if said judgement means judges that the 
predetermined period has passed since the print data is received (col. 10, lines 9-17). 

Referring to claim 6, Tsuchitoi discloses a printer controller that can 
communicate with an information processing apparatus for storing the print data 
transferred from an external device, comprising: input means, acquisition means, 
display control means, selection means, and data acquisition means (col. 4, lines 22- 
25). The computer by definition must include storage means, input means, output 
means, and a processor. Tsuchitoi does not disclose expressly authentication 
information. Taniguchi et al. disclose input means with which the user inputs the 
authentication information to print the print data (input device 22 of Fig. 4, col. 7, lines 
24-27); acquisition means for acquiring the information indicating the print data 
corresponding to the input authentication information from said information processing 
apparatus by transmitting the authentication information input by said input means to 
said information processing apparatus (S611 of Fig. 6, col. 7, lines 29-33); display 
control means for displaying a list of print data corresponding to the input authentication 
information on a display panel in accordance with the infonnation acquired by said 
acquisition means (Display 20 of Fig. 4, col. 7, lines 11-15); selection means with which 
the user selects at least one print data from the list of print data displayed on said 
display panel (col. 3, lines 16-19); data acquisition means for acquiring the selected 
print data from said information processing apparatus by requesting the print data 
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selected by said selection means of said infonnation processing apparatus (S612 of Fig. 
6, col. 7, lines 34-39). Tsuchitoi and Taniguchi et al. are combinable because they are 
from the same field of printing systems. At the time of the invention, it would have been 
obvious to one of ordinary skill in the art to implement the secure printing system of 
Taniguchi et al. in the printer controller of Tsuchitoi. The motivation for doing so would 
have been to implement the security system in a printer controller without requiring a 
separate outside memory device or a printer with a display and keyboard. Further, 
since the printer controller is contained in a computer, the computer would already 
Include the storage, display, and keyboard. Tsuchitoi does not disclose expressly a 
charging means. Ashizaki et al. disclose control means for controlling the printing of the 
print data acquired by said acquisition means after confimning that a print charge for 
printing the print data selected by said selection means is paid (col. 18, lines 48-54). 
Tsuchitoi and Ashizaki et al. are combinable because they are from the same field of 
printing systems. At the time of the invention, it would have been obvious to allow the 
printer controller of Tsuchitoi to charge for printing. The motivation for doing so would 
have been to provide printed material to a customer for a profit. Therefore, it would 
have been obvious to combine Taniguchi et al. and Ashizaki et al. with Tsuchitoi to 
obtain the invention as specified in claim 6. 

Referring to claim 7, Ashizaki et al. disclose wherein said data acquisition means 
requests the selected print data of said information processing apparatus after 
confirming that the print charge for printing the print data selected by said selection 
means is paid (col. 21. lines 40-50). 
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Referring to claim 8, Taniguchi et al. disclose wherein said acquisition means 
acquires the information indicating a name given to the print data corresponding to the 
input authentication information (S608 of Fig. 6, col. 7, lines 16-19). 

Referring to claim 9, Taniguchi et al. disclose wherein said data acquisition 
means receives the selected print data from said Infonnation processing apparatus by 
transmitting the infonnation indicating the selected print data to said information 
processing apparatus (S608 of Fig. 6, col. 7, lines 16-19). 

Referring to claim 10, Taniguchi et al. disclose the printer controller according to 
claim 6, wherein said control means deletes the acquired print data after printing the 
print data acquired by said data acquisition means (S615 of Fig. 6, col. 7, lines 49-52). 

10. Claims 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tsuchitoi 
Patent 5,872,900, Taniguchi et al. Patent 6,348,972, and Ashizaki et al. Patent 
6,683,699 as applied to claim 2 and above, and further in view of Reifman et al. Patent 
5,438,433. 

Referring to claim 4, Taniguchi et al. disclose notification means for notifying 
when the print data is breached by said breaching means (col. 4, lines 58-63). 
Taniguchi et al. does not disclose expressly notifying a destination address when the 
print data is breached. Reifman et al. disclose notification means for notifying a 
destination address set up when an error occurs. Taniguchi et al. and Reifman et al.. 
are combinable because they are from the same field of printing systems. At the time of 
the invention, it would have been obvious to one of ordinary in the art to notifying a 
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destination address when the print data is breached. The motivation for doing so would 
have been to provide a convenient method of alerting the user that their print data will 
not print. Therefore, it would have been obvious to combine Reifman et al. with 
Taniguchi et al. to obtain the invention as specified in claim 4. 

1 1 . Claims 11-13, and 1 5-22 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Taniguchi et al. Patent 6,348,972 and Ashizaki et al. Patent 

6.683.699. 

Referring to claim 11, Taniguchi et al. disclose a data processing method for 
providing a print service using a storage device (Auxiliary memory D1 of Fig. 1, col. 3, 
lines 34-43) for storing the print data transferred from an external device and the 
authentication information corresponding to the print data, and a printer, comprising the 
steps of: displaying a list of print data corresponding to the input authentication 
information on a display panel (Display 20 of Fig. 4. col. 7, lines 11-15) by collating the 
authentication infomiation input by the user to print the print data with the authentication 
information stored in said storage means (S61 1 of Fig. 6, col. 7, lines 29-33); 
recognizing at least one print data selected by the user from the list of print job 
displayed on said display panel (S612 of Fig. 6, col. 7, lines 34-39). Taniguchi et al. do 
not disclose expressly a charging means. Ashizaki et al. disclose controlling the printer 
to perform the printing of the selected print data after confirming that a print charge for 
printing the selected print data is paid (col. 18, lines 48-54). Taniguchi et al. and 
Ashizaki et al. are combinable because they are from the same field of printing systems. 
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At the time of the Invention, it would have been obvious to charge for printing 
documents. The motivation for doing so would have been to provide printed material to 
a customer for a profit. Therefore, it would have been obvious to combine Ashizaki et 
al. with Taniguchi et al. to obtain the invention as specified in claim 1 1 . 

Referring to claim 12, Taniguchi et al. disclose the step of breaching the print job 
having a lower priority level that is retrieved, upon detecting that said storage means 
can not store the print data anymore (col. 4, lines 58-63). 

Referring to claim 13, Taniguchi et al. disclose wherein the print data having 
lower priority level means the print data having an older receiving time (col. 6, lines 49- 
60). 

Referring to claim 15, Taniguchi et al. disclose further comprising the step of 
judging whether or not a predetennined period has passed since the print data is 
received, and breaching the print data, if it is judged that the predetermined period has 
passed since the print data is received (col. 10, lines 9-17). 

Referring to claim 16, Taniguchi et al. disclose a data processing method for 
providing a print service using an infonnation processing apparatus for storing the print 
data transferred from an external device and the authentication information 
corresponding to the print data, and a printer, comprising the steps of: acquiring the 
information indicating the print data corresponding to the input authentication 
information from said information processing apparatus by transmitting the 
authentication information input by the user to print the print data to said information 
processing apparatus (S61 1 of Fig. 6, col. 7, lines 29-33); displaying a list of print data 
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corresponding to the input authentication infomnation on a display panel (Display 20 of 
Fig. 4, col. 7, lines 11-15) in accordance with the acquired information (col. 3, lines IS- 
IS); acquiring the selected print data from said information processing apparatus by 
requesting at least one print data selected by the user from the list of print data 
displayed on said display panel of said infomiation processing apparatus (S612 of Fig. 
6, col. 7, lines 34-39). Taniguchi et al. do not disclose expressly a charging means. 
AshizakI et al. disclose c controlling said printer to perfomi the printing of the acquired 
print data after confirming that a print charge for printing the selected print data is paid 
(col. 18, lines 48-54). Taniguchi et al. and AshizakI et al. are combinable because they 
are from the same field of printing systems. At the time of the invention, it would have 
been obvious to charge for printing documents. The motivation for doing so would have 
been to provide printed material to a customer for a profit. Therefore, it would have 
been obvious to combine AshizakI et al. with Taniguchi et al. to obtain the Invention as 
specified in claim 16. 

Referring to claim 17, Ashizaki et al. disclose the step of requesting the selected 
print data of said information processing apparatus after confimriing that the print charge 
for printing the selected print data is paid (col. 21 , lines 40-50). 

Referring to claim 18, Taniguchi et al. disclose the step of acquiring the 
information indicating a name given to the print data corresponding to the input 
authentication infomiation from said information processing apparatus (S608 of Fig. 6, 
col. 7, lines 16-19). 
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Referring to claim 19, Taniguchi et al. disclose the step of receiving the selected 
print data from said information processing apparatus by transmitting the information 
indicating the selected print data to said infonnation processing apparatus (S608 of Fig. 
6, col. 7. lines 16-19). 

Referring to claim 20, Taniguchi et al. disclose the step of deleting the acquired 
print data from the printer after the end of printing the acquired print data (S615 of Fig. 
6, col. 7, lines 49-52). 

Referring to claim 21 , Taniguchi et al. disclose a control program that is run on a 
computer for controlling the printing of the print data transferred from an external device 
and stored (col. 3, lines 16-23), comprising: a storage step of storing the print data and 
authentication infomnation corresponding to the print data (Auxiliary memory D1 of Fig. 
1 , col. 3, lines 34-43); an input step of enabling a user to input the authentication 
infonnation to print the print data (Input device 22 of Fig. 4, col. 7, lines 24-27); a display 
control step of displaying a list of print data con^esponding to the input authentication 
infomnation on a display panel (Display 20 of Fig. 4, col. 7, lines 11-15) by collating the 
authentication infonnation input by said input means with the authentication infonnation 
stored in said storage means (S61 1 of Fig. 6, col. 7, lines 29-33); a selection step of 
enabling the user to select at least one print data from the list of print job displayed on 
said display panel (col. 7, lines 16-19). Taniguchi et al. do not disclose expressly a 
charging for printing. Ashizaki et al. disclose a control step of controlling the printing for 
the print data acquired at said data acquisition step after confinning that a print charge 
for printing the print data selected at said selection step is paid (col. 18, lines 48-54). 
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Taniguchi et al. and Ashizaki et at. are combinable because they are from the same 
field of printing systems. At the time of the invention, it would have been obvious to 
allow the printer controller of Tsuchitoi to charge for printing. The motivation for doing 
so would have been to provide printed material to a customer for a profit. Therefore, it 
would have been obvious to combine Ashizaki et al. with Taniguchi et al. to obtain the 
invention as specified in claim 21. 

Referring to claim 22, Taniguchi et al. disclose a control program that is run on a 
computer for controlling the printing of the print data by communicating with an 
information processing apparatus in which the print data transferred from an extemal 
device and the authentication information corresponding to the print data are stored 
(col. 3, lines 16-23), comprising: an Input step of enabling the user to input the 
authentication means to print the print data (Input device 22 of Fig. 4, col. 7, lines 24- 
27); an acquisition step of acquiring the information indicating the print data 
corresponding to the input authentication infonnation from said information processing 
apparatus by transmitting the authentication information input by said input means to 
said infonnation processing apparatus (S61 1 of Fig. 6, col. 7, lines 29-33); display 
control step of displaying a list of print data corresponding to the input authentication 
information on a display panel in accordance with the infonnation acquired by said 
acquisition means (Display 20 of Fig. 4, col. 7, lines 11-15); a selection step of enabling 
the user to select at least one print data from the list of print data displayed on said 
display panel (col. 3, lines 16-19); a data acquisition step of acquiring the selected print 
data from said infonnation processing apparatus by requesting the print data selected 
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by said selection means of said information processing apparatus (S612 of Fig. 6, col. 
7, lines 34-39). Taniguchi et al. do not disclose expressly a charging for printing. 
Ashizaki et al. disclose a control step of controlling the printing for the print data 
acquired at said data acquisition step after confirming that a print charge for printing the 
print data selected at said selection step is paid (col. 18, lines 48-54). Taniguchi et al. 
and Ashizaki et al. are combinable because they are from the same field of printing 
systems. At the time of the invention, it would have been obvious to allow the printer 
controller of Tsuchitoi to charge for printing. The motivation for doing so would have 
been to provide printed material to a customer for a profit. Therefore, it would have 
been obvious to combine Ashizaki et al. with Taniguchi et al. to obtain the invention as 
specified in claim 22. 

12. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Taniguchi et al. Patent 6,348,972 and Ashizaki et al. Patent 6,683,699 as applied to 
claim 12 and above, and further in view of Reifhian et al. Patent 5,438,433. 

Referring to claim 14, Taniguchi et al. disclose the step of notifying when the print 
data is breached by said breaching means (col. 4, lines 58-63). Taniguchi et al. does 
not disclose expressly notifying a destination address when the print data is breached. 
Reifman et al. disclose notifying a destination address set up when an error occurs. 
Taniguchi et al. and Reifman et al. are combinable because they are from the same 
field of printing systems. At the time of the invention, it would have been obvious to one 
of ordinary in the art to notifying a destination address when the print data is breached. 
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The motivation for doing so would have been to provide a convenient method of alerting 
the user that their print data will not print. Therefore, it would have been obvious to 
combine Reifman et al. with Taniguchi et al. to obtain the invention as specified in claim 
14. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter K. Huntsinger whose telephone number is 
(571)272-7435. The examiner can nonnally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on (571)272-7437. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



PKH 




